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DETAILED ACTION 

1 . Applicant has filed an English translation of the foreign priority document, JP 2003- 
98736, and the required statement. The filing date of the foreign priority document is April 2, 
2003, which is prior to the 102(a) and (e) dates of the intervening references Tanaka and Nozaki. 
Therefore, the intervening references cannot be used as prior art because of the perfected foreign 
priority. The rejections below have not been necessitated by Applicant's amendment and new 
grounds of rejection have been introduced. Therefore, this action is NON-FINAL. 

Claim Objections 

2. Claims 15 and 19 arc objected to because of the following informalities: 

3. Claim 15 uses capital letters with "Wollastonite" and "Xonotolite" giving the impression 
that these arc trademarked. As these describe minerals, there is no need for capitalization. 

4. Claim 19 misspells the word poly(tolylcarbodiimide), which only has one "1" in 'tolyl'. 

5. Appropriate correction is required. 

Duplicate Claims 

6. Claim 17 is objected to under 37 CFR 1.75 as being a substantial duplicate of claim 3. 
When two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing one claim 
to object to the other as being a substantial duplicate of the allowed claim. See MPEP 

§ 706.03(k). 



Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claim 15 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

9. Claim 15 recites "whisker". However, as recited, the term "whisker" describes the shape 
of a filler, and not what the filler is. For example, the whisker could be a glass whisker or a metal 
whisker. As it is unclear what type of whisker is recited in claim 15, the scope is indefinite. 

10. The enablement rejection presented in the previous Office Action is withdrawn in view of 
the evidence provided by the Applicant. 

Claim Rejections - 35 USC §103 

11. Claims 1, 3-5, 7, 10-11, 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sugihara (US 2002/0017734) in view of Ahara (JP 09-208740). As the cited JP 
publication is in a non-English language, the English computer translation ("Ahara"), has been 
utilized in place of JP '740. All column and line number citations are made with respect to the 
above mentioned translation. 

12. As to claims 1, 7, Sugihara teaches an injection molded object (abstract; ]f 40, 88, 109) 
made from polylactate flf 90, 180, Table 16) having 5-50 wt% of fine particles including 
aluminum hydroxide or magnesium hydroxide which can be surface treated fl[ 98-99). Sugihara 
does not teach the amount of Na 2 0 present on the surface of the grains. 
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13. However, Ahara teaches using aluminum hydroxide as a flame retardant in resin molding 
objects where the flame retardant is aluminum hydroxide has 0.3 wt% or less Na 2 0 
concentration (]f 1-6, 12-14, 16-21). It would have been obvious to use the flame retardant of 
Ahara because Ahara teaches aluminum hydroxide flame retardants do not generate poisonous 
gas, have high safely, have low price, and are chemically stable flj 5). It would have been 
obvious to use 0.3% or less Na 2 0 because if the content of Na exceeds this range, heat resistance 
falls (Ahara: H 17). 

14. The range taught by Ahara overlaps the claimed range. It is well settled that where prior 
art describes the components of a claimed compound or compositions in concentrations within or 
overlapping the claimed concentrations a prima facie case of obviousness is established. See 
MPEP 2144.05; In re Harris, 409, F3.d 1339, 1343, 74 USPQ2d 1951, 1953 (Fed. Cir 2005); In 
re Peterson, 315 F.3d 1325, 1329, 65 USPQ 3d 1379, 1382 (Fed. Cir 1997); In re Woodruff, 919 
F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (CCPA 1990); In re Malagari, 499 F.2d 1297, 
1303, 182 USPQ 549, 553 (CCPA 1974). Thus, it would have been obvious to one of ordinary 
skill in the art to use an amount within the range claimed. 

15. As to claims 3, 14-17, Sugihara teaches 5-50 wt% fillers such as talc which can be 
surface treated flf 98-99). Ahara teaches that surface treatments include fatty acids and silane 
coupling agents flf 20). The range taught by Sugihara overlaps the claimed range. "It is prima 
facie obvious to combine two compositions each of which is taught by the prior art to be useful 
for the same purpose, in order to form a third composition to be used for the very same 
purpose.... [T]he idea of combining them flows logically from their having been individually 
taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 
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1980). Thus, as both talc and aluminum hydroxide are known in the art to be fillers (see 
Sugihara: ]f 98-99), it would have been obvious to combine them to be used as fillers, as claimed. 

16. As to claim 4, Ahara teaches surface treatment with fatty acids flf 20). 

17. As to claim 5, Sugihara and Ahara do not teach the degradation or impact properties. 
However, Sugihara and Ahara teaches essentially the same composition and process as that of 
the claimed, and one of ordinary skill in the art would have a reasonable basis to believe the 
composition of Sugihara and Ahara exhibits essentially the same properties. Since the PTO 
cannot conduct experiments, the burden of proof is shifted to the applicants to establish an 
unobvious difference. See In re Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977). 

18. As to claim 10, lactic acid is either in the L or D enantiomer. Therefore, it would have 
been obvious that a polymer of lactic acid would be either poly(L-lactic acid), poly(D-lactic 
acid), or a mixture of the two enantiomer, poly(DL-lactic acid). 

19. As to claim 11, poly(DL-lactic acid) that has a D:L ratio of 100:0 is identical to poly(D- 
lactic acid). As discussed regarding claim 10, poly(D-lactic acid is obvious. 

20. Claims 2, 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sugihara 
(US 2002/0017734) in view of Ahara (JP 09-208740) and Ozeki (US 5,760,144). The 
discussion with respect to Sugihara and Ahara as set forth in paragraphs 11-19 above is 
incorporated here by reference. 

21 . As to claim 2, Sugihara teaches an injection molded object (abstract; \ 40, 88, 109) made 
from polylactate flf 90, 180, Table 16) having 5-50 wt% of fine particles including aluminum 
hydroxide or magnesium hydroxide which can be surface treated flf 98-99). Ahara teaches using 



Application/Control Number: 10/551 ,872 Page 6 

Art Unit: 1764 

aluminum hydroxide as a flame retardant in resin molding objects where the flame retardant is 
aluminum hydroxide has 0.3 wt% or less Na 2 0 concentration fl| 1-6, 12-14, 16-21). 

22. Sugihara and Ahara do not teach a second aliphatic polyester present. 

23. Ozeki teaches blends of polylactic acid and a second aliphatic polyester blended together 
(abstract) where the second polyester is present in amounts of from 5 to 50 wt% (col. 2, In. 17- 
24). It would have been obvious to use the second polyester as taught by Ozeki because the 
biodgradability is improved and the compositions give improved moldability (Ozeki: col. 2, In. 
1-10). 

24. The range taught by Ozeki overlaps the claimed range. It is well settled that where prior 
art describes the components of a claimed compound or compositions in concentrations within or 
overlapping the claimed concentrations a prima facie case of obviousness is established. See 
MPEP 2144.05; In re Harris, 409, F3.d 1339, 1343, 74 USPQ2d 1951, 1953 (Fed. Cir 2005); In 
re Peterson, 315 F.3d 1325, 1329, 65 USPQ 3d 1379, 1382 (Fed. Cir 1997); In re Woodruff, 919 
F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (CCPA 1990); In re Malagari, 499 F.2d 1297, 
1303, 182 USPQ 549, 553 (CCPA 1974). In light of the cited patent case law, it would therefore 
have been obvious that in this particular instance to use an amount that falls within the claimed 
range. 

25. As to claims 10-11, Ozeki teaches polymerization of L-lactic acid or D-lactic acid (col. 3, 
In. 24) which would result in poly(L-lactic acid) or poly(D-lactic acid). A poly(DL-lactic acid) 
with a D:L ratio of 100:0 is identical to poly(D-lactic acid). 

26. As to claim 12, Ozeki teaches the molecular weight of the polylactic acid is from 
100,000 to 300,000 (col. 3, In. 30). 
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27. Claims 2, 6, 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sugihara (US 2002/0017734) in view of Ahara (JP 09-208740) and McCarthy (US 5,883,199). 
The discussion with respect to Sugihara and Ahara as set forth in paragraphs 11-19 above is 
incorporated here by reference. 

28. As to claim 2, Sugihara teaches an injection molded object (abstract; ^ 40, 88, 109) made 
from polylactate (K 90, 180, Table 16) having 5-50 wt% of fine particles including aluminum 
hydroxide or magnesium hydroxide which can be surface treated flj 98-99). Ahara teaches using 
aluminum hydroxide as a flame retardant in resin molding objects where the flame retardant is 
aluminum hydroxide has 0.3 wt% or less Na 2 0 concentration fl| 1-6, 12-14, 16-21). 

29. Sugihara and Ahara do not teach a second aliphatic polyester present. 

30. McCarthy teaches blending polylactic acid with a second copolymer which is an aliphatic 
polyester (abstract) and teach embodiments where 80 wt% of polylactic acid is used for 20wt% 
of the aliphatic polyester (Table 1). It would have been obvious to use a second polyester 
because such blends have superior tensile and mechanical properties as well as excellent 
biodegradability and aging properties and can be used in injection molding (col. 2, In. 19-20; col. 
3, In. 42-54). 

31. As to claims 6, 13, McCarthy teaches the copolymer can be a polybutylene adipate 
copolymer with terephthalate (col. 2, In. 37-45) present in a ratio of 9: 1 to 1 :9 (col. 2, In. 21-36). 
The ratio of 9: 1 to 1 :9 overlaps the claimed ratio. It is well settled that where prior art describes 
the components of a claimed compound or compositions in concentrations within or overlapping 
the claimed concentrations a prima facie case of obviousness is established. See MPEP 2144.05; 
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In re Harris, 409, F3.d 1339, 1343, 74 USPQ2d 1951, 1953 (Fed. Cir 2005); In re Peterson, 315 
F.3d 1325, 1329, 65 USPQ 3d 1379, 1382 (Fed. Cir 1997); In re Woodruff, 919 F.2d 1575, 1578, 
16 USPQ2d 1934, 1936-37 (CCPA 1990); In reMalagari, 499 F.2d 1297, 1303, 182 USPQ 549, 
553 (CCPA 1974). In light of the cited patent case law, it would therefore have been obvious that 
in this particular instance to use the claimed amount. 

32. As to claims 10-11, McCarthy teaches poly(D-lactic acid) and poly(L-lactic acid). A 
poly(DL-lactic acid) with a D:L ratio of 100:0 is identical to poly(D-lactic acid). 

33. As to claim 12, McCarthy teaches the polylactic acid based polymer has a molecular 
weight of 1 5,000 to 250,000 (col. 6, In. 1 ). This range overlaps the claimed range. 

34. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sugihara (US 
2002/0017734) in view of Ahara (JP 09-208740) and Staendeke (US 4,957950). The discussion 
with respect to Sugihara and Ahara as set forth in paragraphs 11-19 above is incorporated here 
by reference. 

35. As to claims 8-9, Sugihara teaches an injection molded object (abstract; \ 40, 88, 109) 
made from polylactate (]f 90, 180, Table 16) having 5-50 wt% of fine particles including 
aluminum hydroxide or magnesium hydroxide which can be surface treated (Tf 98-99). Ahara 
teaches using aluminum hydroxide as a flame retardant in resin molding objects where the flame 
retardant is aluminum hydroxide has 0.3 wt% or less Na 2 0 concentration (]f 1-6, 12-14, 16-21). 

36. Sugihara and Ahara do not teach a flame retardant aid. 

37. Staendeke teaches flame retardant polyester compositions that use aluminum hydroxide 
and a synergistically active component (abstract) which includes melamine cyanurate (Table 9). 
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It would have been obvious to use a flame retardant aid because the combination of aluminum 
hydroxide with various synergists gives highly effective flame -retardant systems (col. 1, In. 50- 
54). 

38. Furthermore, "It is prima facie obvious to combine two compositions each of which is 
taught by the prior art to be useful for the same purpose, in order to form a third composition to 
be used for the very same purpose.... [T]he idea of combining them flows logically from their 
having been individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980). Thus, as both aluminum hydroxide and melamine cyanurate are 
known in the art to be flame retardants (see Staendeke), it would have been obvious to combine 
them to be used as flame retardants, as claimed. 

39. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sugihara 
(US 2002/0017734) in view of Ahara (JP 09-208740) and Takahashi (US 4,859,741). The 
discussion with respect to Sugihara and Ahara as set forth in paragraphs 11-19 above is 
incorporated here by reference. 

40. As to claim 18-19, Sugihara teaches an injection molded object (abstract; \ 40, 88, 109) 
made from polylactate (]( 90, 180, Table 16) having 5-50 wt% of fine particles including 
aluminum hydroxide or magnesium hydroxide which can be surface treated flf 98-99). Ahara 
teaches using aluminum hydroxide as a flame retardant in resin molding objects where the flame 
retardant is aluminum hydroxide has 0.3 wt% or less Na 2 0 concentration (]f 1-6, 12-14, 16-21). 

4 1 . Sugihara and Ahara do not teach a carbodiimide compound. 
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42. Takahashi teaches polyester compositions which include carbodimide compounds 
(abstract) such as poly(4,4'-diphenylmethane carbodiimide) (col. 4, In. 19-27). It would have 
been obvious to one of ordinary skill in the art to use the carbodiimide compounds of Takahashi 
with the polyesters of Sugihara because the carbodiimide compounds, when used with a 
thermoplastic elastomer, improve the low temperature impact characteristics and molten state 
thermal stability of the composition (col. 2, In. 40-49). 

43. As to claim 20, Takahashi teaches using the carbodiimide compounds in amounts of 0. 1 
to 10 wt% (col. 4 ,ln. 35). 

Response to Arguments 

44. Applicant's arguments with respect Tanaka and Nozaki have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT C. BOYLE whose telephone number is (571)270-7347. 
The examiner can normally be reached on Monday-Thursday, 9:00AM-5:00PM Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571)272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert C. Boyle/ 
Examiner, Art Unit 1764 

/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1764 



